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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 Responsive to communication(s) filed on 25 February 2005 . 
2a)Q This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 20-38 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) 20-38 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IEI The specification is objected to by the Examiner. 

10)E3 The drawing(s) filed on 25 February 2005 is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)E3 All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the fastening support 
pipe in claims 36 and 37 must be shown or the feature(s) canceled from the claim(s). No 
new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

The disclosure is objected to because of the following informalities: Applicant 
references claim numbers within the specification on pg. 1, In. 4, pg. 3, In. 18. It is 
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improper to refer to the claims in the specification because they are often changed or 
renumbered. Examiner also notes that a preliminary amendment has been received that 
has changed the numbering of the claims. Appropriate correction is required. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 20-38 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 20 recites "An applicator for an electrosurgical instrument, alternatively for 
argon-plasma coagulation and cutting." The word "alternatively" makes it unclear 
whether Applicant is claiming the device is used for argon-plasma coagulation and 
cutting or for another purpose. Appropriate correction is required. 

Claim 24 recites the limitation "current supply pipe" in In. 1 . There is insufficient 
antecedent basis for this limitation in the claim. It is unclear whether this pipe is the 
same as the previously claimed "gas and high frequency current supply pipe" or a 
different, distinct pipe. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 20, 21, 23, 26, 34-37 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Fleenor (US Pat No 5306238). For this reference, Examiner considers the 
end of the instrument with the electrode tip as the proximal end, and the end of the 
instrument with the gas and current terminal as the distal end. 

Regarding claims 20 and 26, Fleenor discloses an electrosurgical apparatus with a 
gas and high frequency current terminal [64, Fig. 2], a cutting electrode [12], gas and 
current supply pipe [82], insulating cap [20], insulating tube [14 & 18], right angle bend 
[25], and radially surrounding gas-sealing inhibiting device, in this case an O-ring [col. 6, 
11. 26-29]. 

Regarding claim 21, the inhibiting device is disclosed as being located in a 
proximal extension of the cap [84, Fig. 1]. 

Regarding claims 23 and 34, Fleenor discloses a consumption-resistant hollow 
cylindrical, partially outwardly projecting insert, made of ceramic, arranged at a proximal 
end of the casing tube [15, col. 5, 11. 63-65]. 

Regarding claim 35, Fleenor discloses the electrode as being attached at a 
proximal end of the inside of the gas and current supply pipe [Fig. 1, col. 5, 11. 54-62]. 

Regarding claim 36 and 37, Fleenor discloses a fastening support pipe where the 
pipe adjusts the electrode for achieving optimal surrounding gas flow [col. 5, 11. 66-68, 
col. 6, 11. 1-20]. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
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for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

Claim 20 rejected under 35 U.S.C. 102(e) as being anticipated by Cunningham et 
al. (US Pat No 6558383 B2). 

Regarding claim 20, Cunningham discloses an electrosurgical instrument with a 
gas [69] terminal, current terminal [106], cutting electrode [68], gas and current pipe 
[64], an insulating cap [12, col. 4, 11. 29-32], an insulating casing tube [18, col. 5, 11 58- 
59] with a collar at the distal end [Fig. 7, near labeled element 48], and a radially 
surrounding gas-sealing inhibiting device [col. 6, 11. 39-43]. 

Claims 20, 35 rejected under 35 U.S.C. 102(e) as being anticipated by Mackay 
(US Pat No 7004939 B2). 

Regarding claim 20, Mackay discloses an electrosurgical instrument with a gas 
[204] terminal, current terminal [203], cutting electrode [212], gas and current pipe [408], 
an insulating cap [403], an insulating casing tube [401] with external right angle at the 
distal end [Fig. 4, labeled 401], and a radially surrounding gas-sealing inhibiting device 
[213]. 

Regarding claim 35, Mackay discloses the cutting electrode is attached at a 
proximal end of the inside of the gas and current pipe [Fig. 5]. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 24, 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fleenor in view of Cosmescu (US Pat No 5836909). Fleenor discloses everything as 
previously described, except for a radially surrounding groove for accommodating an 
inhibiting device on the current supply pipe. Cosmescu teaches the use of an Oring to 
prevent gas from escaping during a surgical procedure [142, Fig. 5a], wherein the O-ring 
is located in a groove around a supply pipe. Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of invention to use the O-ring as taught by 
Cosmescu to modify the invention disclosed by Fleenor in order to prevent gas from 
escaping during a surgical procedure. Cosmescu does not teach the groove being on the 
casing tube. However, at the time the invention was made, it would have been an 
obvious matter of design choice to a person of ordinary skill in the art to put the groove 
on the casing tube because Applicant has not disclosed that putting the groove on the 
casing tube provides an advantage over a groove on the supply pipe. One of ordinary skill 
in the art would have expected Applicant's invention to perform equally as well with 
either location of the groove because both locations perform the same function of 
preventing gas leakage and providing a friction fit. Therefore, it would have been an 
obvious matter of design choice to modify Cosmescu to obtain the invention as specified 
in claim 25. 
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Allowable Subject Matter 

Claims 22, 27-33 and 38 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 20020022838 Al US-PGPUB Cunningham, James Steven et al. Inert gas 

inhanced electrosurgical apparatus 

US 6958063 Bl USPAT Soil; Joachim et al. Plasma generator for radio 

frequency surgery 

US 6780184 B2 USPAT Tanrisever; Nairn Erturk Quantum energy surgical device 

and method 

US 6679880 B2 USPAT Yang; Liang-Pang et al. Electrosurgical hand piece 

US 64752 1 5 B 1 USPAT Tanrisever; Nairn Erturk Quantum energy surgical device 

and method 

US 6142995 A USPAT Cosmescu; loan Electro-surgical unit pencil apparatus having 

a removable shroud 

US 6149648 A USPAT Cosmescu; loan Electro-surgical unit-argon beam coagulator 

pencil apparatus and method for operating same 

US 5693044 A USPAT Cosmescu; loan Telescopic surgical device and method 

therefor 

US 5088997 A USPAT Delahuerga; Louis et al. Gas coagulation device 

US 6602249 B 1 USPAT Stoddard; Robert Bryant et al. Electrosurgical gas 

attachment 
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US 478 1 1 75 A 



USPAT McGreevy; Francis T. et al. 



Electrosurgical conductive 



gas stream technique of achieving improved eschar for coagulation 



US 5098430 A 



USPAT Fleenor; Richard P. 



Dual mode electrosurgical pencil 



US 4901 719 A 



USPAT Trenconsky; Robert P. et al. 



Electrosurgical conductive 



gas stream equipment 



US 47 1 1 238 A 



USPAT Cunningham; Frank W. Meniscal cutting device 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victoria W. Chen whose telephone number is (57!) 272- 
3356. The examiner can normally be reached on M-F 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-21 7-91 97 (toll-free). I f you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



VWC 
12/21/06 




